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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1 .114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 18 
November 2005 has been entered. 

Response to Amendment 

This Office action has been issued in response to amendment entered 18 
November 2005. Claims 41-51, 53-60, 62-65 and 67 are pending. Applicant's 
arguments have been carefully and respectfully considered, but they are not 
persuasive, as the instant amendments to the claims require additional interpretation 
and rejections. As this action is a first action on merit following an RCE, this action is 
NOT final. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 41-51, 53-60, 62-65 and 67 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to enable 
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one skilled in the art to which it pertains, or with which it is nnost nearly connected, to 
make and/or use the invention. With respect to independent clainns 41 , 54, and 62, the 
newly added limitations do not appear to be enabled by the instant specification. For 
example, while the instant specification literally recites the determining a maximum 
number of memory devices that can be supported per memory bus channel 
(independent claim 41), the instant specification does not appear to discuss how to do 
so, and it does not appear that one of ordinary skill in the art would know how to make 
and/or use it; as applicant is claiming this limitation (it is part of the invention). 
Independent claim 54 has a similar limitation added, as does independent claim 62. 
The remaining claims depend upon the instant claims, and are rejected for at least the 
reasons discussed supra with respect to the claims upon which they depend. 

Claims 41-51, 53-60, 62-65 and 67 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The determining steps 
added to the instant independent claims as discussed supra do not appear to be 
described in sufficient detail to clearly allow persons of ordinary skill in the art to 
recognize what he or she has claimed. Accordingly, this brings into question whether 
applicant had possession of the claimed invention at the time the instant application was 
filed. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 54-60 are rejected under 35 U.S.C. 112. second paragrapli, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Independent claim 54 recites, "determining whether a maximum number of 
device sockets that can be supported by a memory controller of the computer system; 
and..," This does not appear to make sense. Should the phrase be read without the 
word, "that" in it? The remaining claims depend upon the instant claims, and are 
rejected for at least the reasons discussed supra with respect to same. 

Claim Objections 

Claims 41 and 62 are objected to because of the following informalities: The 
newly added limitation contains the word, "than." However, it appears the word should 
be, "that.". Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 41-42, 45, 48-49, 51 , 53-55, 58-60, 62-65, and 67 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Arai (US Patent # 5,280,599), with RAMBUS 

Direct RMC.dl Data Sheet (8/7/98) offered as extrinsic evidence of inherency, and 

Yoshizawa et al (US Patent # 5,787,464), 
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With respect to claims 41, 54. and 62, examiner notes that the definition of 
"memory configuration information," in page 5 of the instant specification and shown in 
figure 3, is defined as, "type, amount, and operating characteristics of memory." 
"Residual memory capacity" is defined as the difference between existing memory and 
maximum possible memory expansion. 

Obtaining memory configuration information of a computer system, or, the actual 
memory of the system, determining a memory capacity of the system, or, the possible 
memory allowed in the system, and determining memory upgrade options based on a 
residual memory capacity of the computer system is disclosed in column 2, lines 46-60. 
Examiner notes that "upgrade options" and "memory characteristics" are very broad in 
scope, and have been interpreted as such by examiner, 

"Executing a software routine to determine a maximum number of memory 
devices that can be supported per memory bus channel of the computer system," is 
disclosed on the top of page 40 of RAMBUS, as address values are programmed into 
configuration fields to determine total device size. Page 41 discusses configuration. 
Page 42 discusses initialization (software routine) that determines present devices. 
Page 40 discusses that a device field has been programmed at 5-bits, therefore 
allowing a maximum of 32 devices per stick. Pages 56-58 further discuss configuration 
and RDRAM initialization. Also, see page 73, which discusses the algorithm InitDev. 
The system must determine whether it is actually there or not (characteristic other than 
size). It being present or not will inherently affect the capacity. This is discussed in 
RAMBUS on page 1 , which discloses the optional 1 to 32 RDRAMS that may be 
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connected to the controller, page 40, which discusses the configuration options (number 
of regions, e.g.), page 41, which discusses the addressing options based on the 
configuration, page 42, which discloses that initialization "automatically" manages the 
configuration, including whether a device is present or not, page 45, which elaborates 
on the mapping techniques, page 57, which shows the actual configuration commands 
for the number of devices present, and pages 72-75, which discuss initialization of the 
devices, including "serial presence detect," which applicants are also very strongly 
encouraged to review. In addition, examiner notes that the instant specification at the 
top of page 6 appears to admit the instant limitation as prior art. 

The difference between the claims and Aral is the explicit recitation of 
expanding/replacing the number of memory devices. 

Yoshizawa et al disclose expanding and replacing the number of memory 
devices in the abstract. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time of the invention, having the teachings of Aral and Yoshizawa et al before him/her, 
to utilize the expansion/replacement of Yoshizawa et al in the system of Aral as it allows 
for on-line expansion and replacement of memory modules, as disclosed by Yoshizawa 
et al in the abstract. 

With respect to claims 42, 55, 63. and 65, the act of obtaining memory 
configuration information comprising obtaining an indication of an installed system 
memory amount is disclosed by Arai in column 2, lines 46-60. 
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With respect to claims 45 and 58. the act of obtaining memory configuration 
information comprising accessing a non-volatile storage device is disclosed by Aral in 
figure 3 as ROM/BIOS, and further discussed in column 3, lines 53-59. 

With respect to claims 48-49, 59, and 64, obtaining the maximum number of 
memory devices and maximum amount of memory for the computer system are 
inherent, as the number of address bits, according to the binary number system upon 
which computers operate, indicate the "amount of memory" which includes the number 
of "devices." As evidence of inherency, examiner urges applicant to review Dresser et 
a! (discussed below) in column 4, line 66 into column 5, line 1 . 

With respect to claim 51 , providing memory upgrade options to a user is 
disclosed in column 6, line 45, which discusses a "window" for such information. 

Examiner notes that the same obviousness statement and motivation is 
applicable to all claims noted supra as stated supra with respect to the claims upon 
which they depend. 

With respect to claims 53, 60, and 67, the characteristic comprising a limit on the 
number of memory devices that can be installed on a memory channel regardless of the 
number of open slots is inherent, and, the RAMBUS reference discussed supra, 
particularly with respect to addressing, is evidence of such inherency - only so much 
space may be addressed by the number of address bits being used in the entire system 
- even if one memory slot has a 1 gigabit memory, but the other slots are all open, if 
that is the maximum memory addressable by the address bus, then that is the only 
memory that will work in the system. 
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Claims 43 and 56-57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Aral, Yoshizawa et al, and Helm et al (US Pat. # 5,129,069). 

With respect to claims 43 and 56-57, Aral and Yoshizawa et al disclose the 
claimed invention upon which the instant claims depend. 

The difference between the instant claim and Aral and Yoshizawa et al is that 
Arai and Yoshizawa et al, although disclosing a memory amount as shown supra, do 
not specifically disclose the configuration information comprising a number of memory 
module sockets. 

Helm et al, however, disclose memory module "slots," which examiner interprets 
as "sockets," in figure 1 . 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention, having the teachings of Arai, Yoshizawa et al, and Helm et al 
before him/her, to obtain the "memory amount" disclosed by Arai and Yoshizawa, 
based on the number of "sockets" as disclosed in Helm et al, because, as discussed 
supra with respect to claims 8-9 , 17, and 20, the amount of memory in or available to 
the system is inherently dependent upon the number of address bits used in the system. 

Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over Arai, 
Yoshizawa et al, and Cowell (US Pat. # 5,860,134). 

Arai discloses the claimed invention upon which the instant claims depend. 
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The difference between the instant claim and Arai and Yoshizawa et a! is that the 
memory configuration information comprises an operating speed of the installed system 
memory. 

However, Cowell discloses a "type detection," which includes system bus 
speeds, in column 8, line 35 into column 9, line 35, 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention, having the teachings of Arai, Yoshizawa et al, and Cowell before 
him/her, to utilize the type detection of Cowell in the system of Arai and Yoshizawa et al 
because the type detection signal allows the system to coordinate memory speeds 
according to the first and second type signals, as disclosed by Cowell, in column 9, lines 
34-36, which increase the flexibility of the system, as made hackneyed in the state of 
the art. 

Claims 46, 47, and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arai, Yoshizawa et al, and Dresser et al (US Pat. # 5,446,860). 

With respect to claims 46, 47, and 50, Arai and Yoshizawa et al disclose the 
claimed invention upon which the instant claims depend. 

The difference between the instant claims and Arai and Yoshizawa et al is that 
the act of accessing a non-volatile storage device comprises accessing a serial 
presence detect device. The system of Arai and Yoshizawa et al operates serially. If a 
program to detect presence of a device is stored in ROM, as it is in BIOS, then it is, 
technically, a serial presence detect device. 
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However, assuming arguendo, that the above is not the case, Dresser et al 
disclose serial presence detect data in figure 4. Inherently, if there is serial presence 
detect data, there is a serial presence detect device to obtain said data, as computers 
need to be told what to do, so to speak. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention, having the teachings of Arai, Yoshizawa et al, and Dresser et al 
before him/her, to use the serial presence detect device to detect the serial presence of 
devices in the Arai and Yoshizawa et al system using the device of Dresser et al, 
because in search for the maximum amount of memory, the presence detect bits denote 
the maximum amount of memory, as disclosed by Dresser et al in column 4, lines 65- 
68. Examiner notes that SIMMs, as explicitly disclosed in Dresser et al, are dynamic 
random access memory devices and are inherently plugged into "slots," by definition. 
Applicant is invited to see figure 3 of Dresser et al and column 4, line 65 into column 6, 
line 65 for further discussion of same. 

Response to Arguments 

With respect to applicant's argument that the cited prior art of record does not 
teach or suggest the newly added claim limitations, examiner respectfully disagrees. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christian P. Chace whose telephone number is 
571 .272.4190. The examiner can normally be reached on MAX! FLEX. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Donald Sparks can be reached on 571 .272.4201 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Christian P. Chace 
Primary Examiner 
Art Unit 2189 
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